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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
03/17/2008 has been entered. 

In general, applicants argue the purity of the pigments (aluminum, copper, 
bronze, gold, silver) used in the instant application. The examiner respectfully submits 
that with respect to the presence of the impurity such as mercury, arsenic, lead and so 
on, it is considered that because the instant claims recites the language " less than " in 
defining the amount of those components, the fact that Andes et al. or the cited prior art 
do not disclose the presence of those component is seen to read upon the range 
instantly claimed, since the phrase "less than" is considered to include the value of zero 
(0). In re Mochel, 176 U. S. P. Q. 194 (CCPA 1972). Furthermore, it is well known in 
the art to use pigment free of heavy metals (impurities) in cosmetic and other 
applications. (Please see pigment for high performance) 

It is noted that claims 1, 11, 13, and 15 are product-by-process claims. Even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself The patentability of a 
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product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 77F.2d 695, 698,227 USPQ 964,966 (Fed. Cir. 1985) (citations omitted). 

The recitation of cosmetic preparation has not been given patentable weight 
because the recitation occurs in the preamble. A preamble is generally not accorded 
any patentable weight where it merely recites the purpose of a process or the intended 
use of a structure, and where the body of the claim does not depend on the preamble 
for completeness but, instead, the process steps or structural limitations are able to 
stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. 
Robie, 187F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-2, 10 and 16-20 are rejected under 35 U.S.C. 103(a) as obvious over 
U.S. Patent No. 5, 607, 504 to Schmid et al. alone or in view of the article entitled 
"Pigment for high performance". 

The references differ from Applicant's recitations of claims by not disclosing 
identical ranges. However, the reference discloses "overlapping" ranges, and 
overlapping ranges have been held to establish prima facie obviousness (MPEP 
2144.05). 

Regarding claims 1-2, 10, 17-18 . Schmid et al. disclose a pigment composition 
comprising a substrate selected from any metal and alloys in plate-like form, such as 
aluminum, copper, brass, bronze et al ( col. 3, lines 55-59), a coating of silica ( col. 2, 
lines 43-45) and a coating of Iron oxide. The silica coating's thickness is in the range of 
10-800 nm, prefer in the range of 50-600 nm (col. 3, line 47). The diameter of the 
substrate is not critical per se and can be adapted to the particle use. Normally the 
particles have an average largest diameter in the range of 5-100 pm and a thickness of 
0.5 pm (col. 4, lines 20-25). The claim recites the intended use of a pigment. A recitation 
of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the 
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claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, and then it meets the claim. 

Regarding claim 16 . Schmid et al. disclose that the weight ratio of the silica 
coating to the substrate is in the range of 1-0.0001 (col. 8, line 11). 

Regarding claim 19 . Schmid et al. disclose that wet chemical process is used to 
provide the coatings for the pigment. 

Regarding claim 20. Schmid et al. disclose that the pigments can be used in 
cosmetic application (col. 1, lines 16-19). 

With respect to the impurities, it is the examiners position that since the 
references fail to mention any impurities, thus constitutes a teaching that they are either 
not present or present in such a small amount, thus reading on the claimed invention. 
In the alternative, it is well known in the art to use pigment free of heavy metals 
(impurities) in cosmetic and other applications, thus the use of a pigment without 
impurities is well within the scope of the skilled artisan. 

Claims 1-2, 10, 13-14, 17-18 and 25-26 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over WO 00/09617 alone or in view of the article entitled "Pigment 
for high performance". 

This rejection is over the WO 00/09617 because the reference qualifies as prior 
art under 35 U.S. U. 102 (b). However, for convenience, the paragraph and line 
numbers of the English language equivalent US Patent Application Publication No 
2003/0209169 cited below. 
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The references differ from Applicant's recitations of claims by not disclosing 
identical ranges. However, the reference discloses "overlapping" ranges, and 
overlapping ranges have been held to establish prima facie obviousness (MPEP 
2144.05). 

Regarding claims 1-2. 10, 13-14 and 17-18, Andes et al. disclose a pigment 
composition comprising of a metallic substrate such as aluminum, silver, zinc, or alloy et 
al. and a coating layer of silica ([0022]. The coating layer thickness is in the range of 30- 
600 nm. The metallic substrate thickness is in the rage of 0.2-4.5 pm and the other two 
dimension is between 5-50 pm ([0018]). The claim recites the intended use of a 
pigment. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, and then it meets the claim. 

Regarding claim 25 . Andes et al. disclose that wet chemical process is used to 
provide the coatings for the pigment ([0027]). 

Recardina claim 26 . Andes et al. disclose that the pigments can be used in 
cosmetic application ([0002]). 

With respect to the impurities, it is the examiners position that since the 
references fail to mention any impurities, thus constitutes a teaching that they are either 
not present or present in such a small amount, thus reading on the claimed invention. 
In the alternative, it is well known in the art to use pigment free of heavy metals 
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(impurities) in cosmetic and other applications, thus the use of a pigment without 
impurities is well within the scope of the skilled artisan. 

Claims 11,15, 23-24 and 27-28 are rejected under 35 U.S.C. 103(a) as obvious 
over U. S. Patent No. 5, 607, 504 to Schmid et a!., in view of U. S. Patent No. 3389105 
to Boiger et al. alone or in view of the article entitled "Pigment for high performance". 

Regarding claims 11 and 15 . Schmid et al. disclose metal flake used as substrate 
in a pigment composition as applicants set forth in claim 1 , but they are silent about the 
substrate are bronze or gold as applicant set forth in claims 13 and 15. 

However, it would have been obvious to one of ordinary skill in the art at the time 
of invention by applicant to use gold or bronze flakes in Schmid et al. pigments as 
applicant set forth in claims 1 1 and 15, motivated by the fact that Boiger et al., also 
drawn to pigment used in ink or paint et al. applications, disclose that metal flake are 
widely used in metallic pigment (col. 1, lines 30-35). 

Recarding claims 23 and 27 . Schmid et al. disclose that wet chemical process is 
used to provide the coatings for the pigment. 

Regarding claim 24 and 28. Schmid et al. disclose that the pigments can be 
used in cosmetic application (col. 1, lines 16-19). 

With respect to the impurities, it is the examiners position that since the 
references fail to mention any impurities, thus constitutes a teaching that they are either 
not present or present in such a small amount, thus reading on the claimed invention. 
In the alternative, it is well known in the art to use pigment free of heavy metals 
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(impurities) in cosmetic and other applications, thus the use of a pigment without 
impurities is well within the scope of the skilled artisan. 



Response to Arguments 

Applicant's arguments with respect to Reisser et al. Souma, Nadkarni, Saha, 
Chide and Bolgerfrom the previous office action dated July 10, 2007 have been 
considered but are moot in view of the new ground(s) of rejection. 

In general, applicants argue the purity of the pigments (aluminum, copper, 
bronze, gold, silver) used in the instant application. The examiner respectfully submits 
that with respect to the presence of the impurity such as mercury, arsenic, lead and so 
on, it is considered that because the instant claims recites the language " less than " in 
defining the amount of those components, the fact that Andes et al. or the cited prior art 
do not disclose the presence of those component is seen to read upon the range 
instantly claimed, since the phrase " less than" is considered to include the value of zero 
(0). In re Mochel, 176 U. S. P. Q. 194 (CCPA 1972). Furthermore, it is well known in the 
art to use pigment free of heavy pigment in cosmetic and other application. (Please see 
pigment for high performance). 

Applicants argue that the amended independent claims recite the thickness of 
the pigment coating layer. The Examiner respectfully submits that newly cited reference 
disclose the thickness of the pigment coating layer. 

Regarding claims 1 , 11, 13 and 1 5, the examiner position is that those claims are 
product by process (i.e. specifically recite how the layer is produced) and even though 
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product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe, 77F.2d 695, 
698,227 USPQ 964,966 (Fed. Cir. 1985) (citations omitted). 

Applicants argue that Bolger disclose of pigment with organic coating. The 
examiner respectfully submits that Bolger is used to show the gold and Bronze are 
wildly used in metallic pigment. 

The examiner acknowledges the safety data sheets submitted by applicants on 
1/10/08, however, the examiner is unclear as to how these are relevant to the above 
rejections and/or show unobviousness of the pending claims over the art defined above. 
Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHUANGYI ABU ALI whose telephone number is 
(571)272-6453. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael A Marcheschi/ 
Primary Examiner, Art Unit 1793 
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